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Remairks 

In the Office Action mailed 03/08/2006, Claims 1-7 axe pettdiag in flie 
appUcatioiL Claim 6 has been axneaded. 

5 

Claims 1-7 are rejected under 35 IJSC 101. 

Claims 1, 2, 3» 6, and 7 are rejected under 35 USC 102(e) as being anticipated 
by Ewing (US 20030167135). 

10 

Claims 4 and 5 are rejected under 35 USC 103(e) as being unpatentable over 
Ewing in view of Kondo (US 4,181,715), ; 

Reiections Under 35 U.S-C- S 101 

15 

Claims 1 - 7 are rejected under 35 USC § lOL This rejection is lespectfiiUy 
traversed. 

35 tJ.S.C. § 101 provides: ''Whoever invents or discovers any new and usefbl 
20 process, machine, manufacture, or compositLon of inattar» or any new and useful 

improvement thereof, may obtain'.a patent therefor, subject to the conditions and 

requirements of this title." MJ>.E.P. § 2106.IV,A. explains: 

As cast, 35 U.S.C. 101 defines four categories of inventions that 
Congress deemed to be the apprbpHate subject matter of a patent; 
25 namely, processes, machines, manufactures and compositions of 

matter. The latter three categories define '^things" while the first 

category defines ''actionB" See 35 U.S.C. 100(b) ("The term 

^process' means process, art, or method, and includes a new use of a 
known process, machine manu&cture, composition of matter^ or 
30 material.**). 

Thus, a process is recognized specifically by 35 U.S.C. § 101 as ^propriate 

subject matter of a patent Furlber, a number of Safe Harbors eodst that automatically 

establish a claimed process as statutory subject matter. For example, the Pre- 
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Coxjoqputcr Process Activity Safe Harbor inakes a process statutozy if it requires 
measurements of physical objects or activities to be transformed outside of the 
computer into computer data. MJ>.E.P. § 2106.IV.B.2.(b). 

To teject a claim under 35 U.S.C. § 101, the M.P.E.P requires that aja 
5 Examiner establish a prima facie case for each claim, showing that the claimed 
invention as a ^ole is directed solely to an abstract idea or to manipulation of 
abstract ideas or does not produce a useful result Only wh«i a claim is devoid of any 
limitation to a practical application in the technological arts should it be rejected 
under 35 U.S.C. § 101» and when such a rejection is madej» Office personnel must 
1 0 expressly state how the language of the claims has been interpr^ed to support Ae 
rejection. Only one practical application is necessary to satisfy the utility 
requirement. M.P.E.P. § 2106.II.A. 

Applicant resi)ectfuUy asserts that the language of the claims cleaily state 
15 patentable subject matter. Independent Claim 1 claims a meth"Dd for selecting a tester 
design ftom one or more design alternatives. This method is patentable subject matter 
under 101. Independent Claim 6 clearly claims a computer readable medium^ also 
appropiiate subject matter for a patent 

20 Accordingly, Applicant requests withdrawal of die 35 U.S-C § 101 r^ection 

of the claim 16 and asserts that claims 1 through 7 are patentable. 

REJECTIONS UNDER 35 S 102 

25 Clainxs 1> 2, 3^ 6 and 7 were rejected ur^er 35 U.S.C. § 102(e) as being 

anticipated by Ewing (US 20030167135). This rejection is respect&dly traversed. 

A cited prior art reference anticipates the claimed incvention under 35 U,S.C. § 
102 only if every element of a claimed invention is identically'shown in that single 
30 reference^ arranged as they are in tiie claims. MPEP § 2131; In reBond^ 910 F.2d 
831, 832, 15 U.S.P.Q.2d 1566, 1567 (Fed.; Cir. 1990). Anticipation is only shown 
where each and every limitation of tiie claimed invention is found in a single cited 
prior art reference, MPEP § 2131; In re Donahue, 766 F.2d 531, 534, 226 U.S.P.Q. 
619, 621 (Fed. Cir. 1985). / 
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Applicant respectfully submits that Ewing does not teach (expressly or 
inherently) at least iiie following features Ewing in independent Claim 1 : constructing 
Operating Characteristics curves for each classifier, and selecting a design alternative 
5 based on the Operatiilg Characteristics curves. The ''model" of Ewing predicts 
biological or other activity by using transformed descriptor values. The descriptois 
are transfocmed via transfonnation fimcticfns that convert the raw descriptor values to 
new values In other words, die models are comprised of one or more descrqitor 
transformation functions. (Ewing paia 0016). Thus» a model in Ewing is a 

10 mathematical esqyressionwluchtransforEns the iiq>u^ In 
great distinctLon, an Operating Characteristics curve is the'matheiriatLcal 
characterization of the false identification rates of ihe underlying classifier diat 
include false positive and felse negative (escape) rates. The model of Ewing is not tihie 
equivalent of tifcie Operating Characteristics curve of Applicant's invention. Ewing 

15 does not teach or suggest using Operating Characteristic curves. The rejection with 
respect to Claim 1» and dependent claims 2 and 3 which depend on Claim 1» should be 
withdrawn. 

Similarly with respect tb Claims 6 and 7, Ewing does not teach the 
20 construction of Qperating Characteristicis curves fojc each classifier, the model 
described in Ewing is. not the equivalent of Applicant's Operating Characteristics 
curves; Ihe xejection should be withdrawn. 



25 



35 JJ.S.CL 8 103 - OBVIOUSnSESS 

Claims 4 and 5 are rejected under 35 USC 103(e) as being ui^atentable over 
Ewiag in view of Kondo (US 4;181,715). '. This rejection is respectfully traversed. 



A prima facie case of obviousness^is established when Ihe teachings of the 
30 x>rior art itself suggest the claimed subject matter to a person of ordinary skill in the 
art In reBM, 991 F.2d 781, 783, 26 U.S:P.Q.2d 1529, 1531 (Fed. Cir. 1993). To 
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establish a prima faciei case of obvicmsness, three basic criteria must be met First, 
theie must be some suggestion or motivation^ tsAm in the xej^ences themselves or in 
the knowledge generally available to one of ordinary skill in the art> to modil^ the 
refefence or to combine reference teachings. Second, there must be a reasonable 
5 expectation of success. Finally^ the prior art reference (or refer^ces when oombined) 
must teach or suggest all the claim limitations. Ibe teaching or suggestion to make 
the claimed invention and tiie reasonable expectation of success must both be found in 
the prior art, and not based on applicant's disclosure. MPBP§2142, . 

10 When a proposed modification or combination of the prior art would render 

the prior art inv^tion unsatisfactory for its intended puzpose or change the principle 
of operation of die prior art invention, there is no suggestion or motivation to make 
the proposed modification. As a result, the teachings of the references are not 
sufficient to render the claims j^mza^ac^ obvious. MPEP § 2143.01. 

15 

As discussed above^ Ewing does ni>t teach the use of Operating Characteristics 
curves. Neither Ewing not Kondo teach or suggest using j&ctorial design in 
combination witibi the use of Qperathig Cl»racteristics curves. The rejection should 
be withdrawn. 

20 
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Canclpsion 

In view of the above. Applicant believes the pending application is in 
5 condition for allowance. 

Respectfully Submitted, 



: AGILENT TECHNOLOGIES INC. 
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Agilent Technologies Inc. 
1 5 Legal Department DL 429 

Intellectual Property Administration 
P. Box 7599 
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Robert T. Martin 
Reg. No. 32,426 
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